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IN THE US PATENT & TRADEMARK OFFICE
TRADEMARK TRIAL & APPEAL BOARD

Goods: IC 9: Light emitting diodes; light emitting diode displays and
display circuit modules; and components of the aforementioned goods.

In re S.N. 76/633,973 for OSTAR f OPPOSITION NO. 91-171206
SUNBEAM PRODUCTS, INC. ;
Opposer, :
vVs. .
OSRAM GmbH
Applicant X

APPLICANT'S OPPOSITION TO OPPOSER'S MOTION DATED OCT. 6, 2009.

Applicant hereby opposes the motion of OCT. 6, 2009 by Opposer
Sunbeam Products Inc. to enforce the order of MAR. 31, 2009 and for
sanctions, on the grounds that (A) Applicant has now fully complied
with the Board's order and (B) the requested sanctions are
not warranted because Opposer Sunbeam has, for many months, had
sufficient information to identify any witnesses or documents it would
need to present its case-in-chief during Opposer's testimony period.

Applicant's counsel on MAR. 2, 2009, by a series of individual
emails, served on Opposer's counsel Cindy Caditz, more than 30 PDF
documents, comprehensively illustrating the entire product line of
Applicant's Light Emitting Diodes, which are the goods recited in
application S.N. 76/ 633,973. Thus, Opposer's statement, on page 2 of
its motion, that Applicant has failed to produce any written responses
to Opposer's Request for Production of Documents which were served
Nov. 14, 2006 can only be regarded as an attempt to mislead the Board.
Opposer apparently feels entitled to ignore this document production
merely because it was not accompanied by a contemporaneous signature
of a company officer. Furthermore, Applicant OSRAM GmbH and its

American affiliate, OSRAM SYLVANIA, INC. are global organizations



which actively market via the World Wide Web, so their operations are
largely an open book. If there really existed any credible evidence
of confusion between OSTAR light emitting diodes and OSTER kitchen
appliances, Applicant would not need discovery responses to show it.
The Board's order of MAR. 31, 2009 essentially directed Applicant
to (A) provide written responses to Opposer's document requests and
to (B) provide a more complete version of the responses to
Opposer's Interrogatories 1, 5, 6 and 7. Submitted herewith is a
written response signed by Applicant's Manager of Trademarks, Ludwig
Wildmoser on MAR. 18, 2009, confirming that the documents served via
email on MAR. 2, 2009 constitute Applicant OSRAM's written response to
the document requests. Also submitted herewith are OSRAM's expanded
interrogatory responses, served OCT. 13, 2009, in compliance with the
Board's order. The expanded answer to Interrogatory 2, giving contact
details of the persons most knowledgeable about use of the OSTAR mark
in the USA, identifies (with the exception of one individual who left
the company) the same people who were identified to Opposer,
many months before the Board's order of MAR. 31, 2009. Thus,
in terms of deciding which, if any, of Applicant's personnel to call
as witnesses, Opposer Sunbeam has not been prejudiced by delay
in Applicant's provision of the expanded interrogatory answers.
Applicant and Opposer have been conferring in good faith about
possible settlement on this opposition, ever since the Board's order
was issued on MAR. 31, 2009. These settlement attempts have not been
successful, as yet. Both the settlement negotiations and the
completion of discovery have been complicated by (A) the
(unexpectedly prolonged) relocation of the office of Applicant's

counsel which was not completed until APR. 30, 2009 and



(B) the many competing responsibilities of Applicant's Manager of
Trademarks, which include suppression of counterfeit products
worldwide, thus requiring extensive travel, including to China.

There has been no such dilatory conduct or disregard of the Board, as
found in the cases cited by Opposer, so entry of judgment in favor of
Opposer would not be warranted. Those cases are not factually relevant
to present situation.

Opposer further urges the Board to preclude Applicant OSRAM from
relying upon "documents which should have been produced in response to
the Order issued by the TTAB on MAR. 31, 2009." As explained above,
most of the documents referenced were already produced on MAR. 2,
2009, albeit without a supporting signature, and other relevant
documents were provided in the expanded interrogatory responses served
OCT. 13, 2009. 1In view of the current suspension of proceedings,
Opposer will have ample time, prior to the commencement of its
testimony period, to examine and, if necessary, to attempt to refute
the documents provided by OSRAM. Thus, the interests of justice would
not be served by exclusion of these documents from consideration by
the Board.

Respectfully submitted

Applicant OSRAM GmbH

» ’
DATE: 26 OCT. 2009 By %M

Milton Oliver, Counsel for Applicant
OLIVER INTELLECTUAL PROPERTY LLC

PO BOX 1670

COTUIT MA 02635

TEL: 774-521-3058
FAX: 774-521-3062
MILTONOLIVER@IEEE.ORG




CERTIFICATE OF SERVICE
The undersigned hereby certifies that the foregoing APPLICANT'S
OPPOSITION TO OPPOSER'S MOTION has been served on Opposer by sending
one copy via first-class mail to its counsel, Cindy Caditz, at
CHRISTENSEN, OCONNOR, JOHNSON & KINDNESS, 1420 Fifth Avenue, Suite
2800, Seattle, WA 98101, this 26th day of OCT. 2009, and by emailing
a copy thereof to her at the email address CINDY.CADITZ@COJK.COM,

this 26th day of OCT. 2009.

VNillgy OCver

Milton Oliver




IN THE US PATENT & TRADEMARK OFFICE
TRADEMARK TRIAL & APPEAL BOARD

Goods: IC 9: Light emitting diodes; light emitting diode displays and
display circuit modules; and components of the aforementioned goods.
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SUNBEAM PRODUCTS, INC. :

.

Opposer,
vs. :

OSRAM GmbH

Applicant X

RESPONSE TO OPPOSER'S FIRST SET OF REQUESTS FOR
PRODUCTION OF DOCUMENTS & THINGS

Applicant OSRAM GmbH confirms that the documents served via email on

MAR. 2, 2009 on Sunbeam's counsel Cindy Caditz by Applicant's counsel

Milton Oliver constitute OSRAM's written response to Opposer's

Firgt Set of Requests for Production of Documents and Things.
Respectfully submitted,

OSRAM GmbH
(

}WJ,&OLM fi?\,/b
by:

Ludwig Wildmoser, its

DATE: MAR. 18, 2009 Deputy Secretary & Mamager of Trademarks

/8711-254/8711-294-DOC-REQ-RESP . WPD



CERTIFICATE OF SERVICE

The undersigned hereby certifies that the foregoing RESPONSE TO
OPPOSER'S FIRST SET OF REQUESTS FOR PRODUCTION OF DOCUMENTS & THINGS
has been served on Opposer by sending one copy via first-class mail to
its counsel, Cindy Caditz, at CHRISTENSEN, OCONNOR, JOHNSON &
KINDNESS, 1420 Fifth Avenue, Suite 2800, Seattle, WA 98101, this 26th
day of OCT. 2009, and by emailing a copy thereof to her at the email
address CINDY.CADITZ@COJK.COM, this 26th day of OCT. 2009.

INllon PCiver

Milton Oliver
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Here is doc 1 of a series, being produced in response to Sunbeam's doc requests.
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Here is doc 2.
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IN THE US PATENT & TRADEMARK OFFICE
TRADEMARK TRIAL & APPEAL BOARD

Goods: IC 9: Light emitting diodes; light emitting diode displays and
display circuit modules; and components of the aforementioned goods.

X

In re S.N. /6/633,973 for OSTAR OPPOSITION NO. 91-171206

SUNBEAM PRODUCTS, INC.

Opposer,
vs.

OSRAM GmbH

Applicant

APPLICANT'S RESPONSES TO OPPOSER'S INTERROGATORIES
In compliance with the Board order dated 2009-03-31, Applicant OSRAM

GmbH hereby further answers the OPPOSER's INTERROGATORIES as follows:

INTERROGATORY NO. 1:

Fully Identify Applicant's first use of the Mark in
commerce, including the date on which use was first made in commerce,
the goods and services with which use was first made in commerce,
the manner of such first use in commerce (e.g., printed on product,
packaging, tags, labels), the Identity of the first person who
purchased goods or services under the Mark, and all documents
supporting, referring or relating to the facts set forth in your

response to this interrogatory.

ANSWER:

On or about OCT. 21, 2004, Applicant's subsidiary Osram Opto
Semiconductors (hereinafter OSRAM-0S) in Regensburg, Germany issued
a press release captioned "OSTAR, the compact LED High-Power Light

Source," a copy of which is attached.



On or about DEC. 9, 2004, some sample OSTAR modules were sent from
OSRAM-0S in California to Saco Technologies in Montreal, Canada (see
invoice 9301 9918). On or about FEB. 11, 2005, 10 sample INFRARED
OSTAR products were sent from San Jose CA to RS Electronics in
Dearborn MI (see invoice 9302 4311). On or about FEB. 14, 2005, Mr.
Francis Nguyen, an employee of Applicant's wholly-owned subsidiary
Osram Opto Semiconductors, Inc. now located in Sunnyvale, CA, hand-
carried to Stryker Endoscopy, 5900 Optical Court, San Jose, CA 95138,
a number of OSTAR LED modules, which were invoiced to Stryker
Endoscopy for "300 USD" with the descriptor ENGINEERING OSTAR MODULES
(Invoice # 9302 4467). Shortly thereafter, on or about FEB. 24, 2005,
similar sample LED modules were shipped via Federal Express from Osram
Opto Semiconductors in San Jose CA to Massie Research Laboratories
Inc. in Pleasanton, CA and to Steridian Corp. in Vancouver WA (Invoice
nos. 9302 5502 & 9302 5503 with descriptor "Cust. Mat. OSTAR.").

Due to uncertainty as to whether the packaging materials used prior to
July 22, 2005 bore the OSTAR mark, and as to whether the
aforementioned invoices to Stryker and Steridian would satisfy the

US affixation requirement for specimens, Applicant on AUG. 16, 2005
executed a Statement of Use reciting first use in commerce at least as
early as JULY 22, 2005 and referring to specimen static-shield bags
bearing the OSTAR mark, used for shipping LED modules. In view of the
fact that LED modules are so small that it is difficult to find much
space on them to print a mark, the manner of use of the OSTAR mark
continues to be by printing on static-shield bags, which minimize the
risk of an electrostatic discharge damaging the semiconductor modules,

or on other containers for the small modules.



FOR THE TECHNICAL PRESS
Regensburg, October 21, 2004

Compact projection

At more than 120 Im, this new Ostar high-power LED from Osram Opto
Semiconductors is setting new records for brightness. Measuring just 3 x 1
cm, this RGB light source emits virtually all of the light generated internally
through the top of the chip and is set to revolutionise the projection and
lighting markets.

its brightness, uniform light and small mounting depth make Ostar ideal for use in
mini projectors that can be installed for example in beamers no larger than a pack of
cards and projectors for digital cameras or personal computers. The units can project
images directly onto a wall. The precise positioning of the chips and the compact
arrangement of all the comiponents ensure that light is distributed extremely evenly
over the enlarged image, with no gaps and no imegularities. What's more, a beamer
equipped with this LED module does not need to warm up. It also does not require a
fan so it is exceptionally quiet. Ostar complies with both the NTSC and the PAL
standards and can produce a wide range of saturated colours.

This RGB light source is ready to install and consists of one red, one biue and two
green thin-film chips, a ceramic cartier for connecting to the heat sink and ESD
(electrostatic discharge) elements that provide reliable protection against
overvoltage. At 120 Im, it is about four times as bright as the Golden Dragon and an
impressive 50 times as bright as the Power TopLED.

Behind this exceptional performance is thin-film technology, developed principally by
Osram. This is combined with in-depth know-how in production technology and chip
positioning.

12



The special beam characteristics make Ostar ideal for other applications as well,
such as medicine and the automotive industry, Head-up displays and headlights in
particular can benefit from these high-power LEDs.

CAPTION

Ostar, the compact LED high-power light source

Compact projection

High-power Ostar LEDs will lead to smaller and smaller projectors. Their tiny size
and small mounting depth also make them suitable for use in mobile terminals.

Photo: Osram

Contact for the technical press.
Marian Reichi

Tel.  +49-941-850-16 93

Fax  +49-941-850-444-1693
E-mail: marion.reichi@osram-os.com

(Please do not print the address!)
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OSRAM -Opto Semiconductors. Ing.
3870 North 1St Strest

San Jose, CA 95134

Phane. : 408-456:4000

Fax  : 456-4309

BILL TO: 503848

Saco Technologles Inc
7809 Trans Canada
MONTREAL QC H4S 1L3
CANADA

Additional inférmation .

Payment 2007 Within 30 days without deduction

Incoterms FOB Shipping point

Invoice. Details:
Pos Material
Description

?1 024233 12/09/2004
ALES GROER NO. SALES ORDER DATE
51019819 12/09/2004
DELIVERY NOTE OELIVERY DATE
5T-04-2355 12/09/2004
YOUR ORDER NO. YOUR ORDER DATE

Invoice samples
93019918 Date- 12/09/2004
Page 1/ 1

SHIP TO: 503848

Saco Technologies Inc
7809 Trans Canada
MONTREAL QC H4S 1L3
CANADA

Garri .
Waybil No.7908 5453 5784
ASN No. ST-04-2355

Unit Total
Price Amount

12/09/04,

Fed Exp-7908 5453 5784
ZE RTB CA

Bpecs! Ostar

10  Cust.Mat.: R2003-08:01

11026120

SAMECES VIS EABFREF
Q-number: Q65110A1084

MAIL PAYMENT TO

O M Opto Semic: s, Inc.
PR 30552, Semiconductors, Inc

Box. 60000
ggn Fran?:‘ilsco, CA 94160

This order is subject to and includes the
Seminconductors Inc. Any other standard terms,
expressly been agreed upon in writing between

65.00 USD 520.00 USD
{1 PCE

Total Net Amq}mt szg.gg Hgg
Final Am,qu?r’{’ 520.00 USD

FOR WIRE TRANSFER

ATX 71408505
Account No. 3752019401

general terms and conditions of sale of OSRAM Opto
conditions and requirements shall only be valid if
OSRAM Opto Semiconductors Inc and the purchaser.



OSRAM

OSRAM Opto Semiconductors Inc.

3870 North 1St Street
San Jose, CA 95134
Phona : 408-456-4000
Fax . 4564309

BiLL TO: CPD.L
Stryker Endoscopy
5900 Optical Court
SAN JOSE CA 95138
USA

Additional. Information
Payment

Incoterms

Invoice: Details:
Pos Material
Description

21027709 02/14/2005
SALES ORDER N, SALES ORDER DATE
51024282 02/14/2005
DELWERY NOTE DALVERY DATE
00985747 02/14/2005
YOUR OROER NO. YOUR ORDER DATE

Invoice samples
93024467 Date 02/14/2005
Page 1/ 1

SHIP TO: CPD_L

Stryker Endoscopy

Warehouse: NP-Non-Production Warehouse
5900 Optical Court

SAN JOSE CA 95138

USA

Vameh No.JANVLRARRIED BY F.

ASN No. 00885747

Quantity Unit Total
Ordered Price Amount

Hand carried by Francis Nguyen to Stryker on February 14, 2005.
10 Cust.Mat.: ENGINEERING OSTAR MODULES

11026120

MAIL PAYMENT TO

OSRAM O fcanductors, Inc.
Fitéké\-osas:%_’t?fmofc%rgggtc% "

PO Box 6

San Francisco, CA 941860

SAMPLES VIS LEAD-FREE
SAMPLES VIS LEAD-FRE
Q-numbef: Q65110A1084

2 PCE 150.00 USD 300.00 USD
/ 1 PCE

Total Net Amount 300.00 USD

) ax o.og usp

Final Amount 300.00 USD

FOR WIRE TRANSFER

k of America
ARRE
Account No. 3752019401

This order is subject to and includes the general terms and conditions of sale of OSRAM Opto
Seminconductors Ihc. Any other standard terms, conditions and requirements. shall only be valid if
expressly heen agreed upon in writing between OSRAM Opto. Semiconductors Inc and the purchaser.



P

OSRA

OSRAM Opto Semiconductors ing.
3870 North 1St Street

San Jose, CA 95134

Phone : 408-456-4000

Fax : 456-4309

BILL TO: CPD_L

RS Electronics - Livonia
34443 Schoolcraft Road
LUVONIA M1 48150-1316

USA

Additional Information:

Payment

Incoterms DDU Dearborn

Invoice: Defajls

21027164 02/03/2005
SALES GRDER NO. SALES ORDER DATE
51024063 02/11/2005
DELIVERY NOTE DELIVERY DATE
613054 02/03/2005
YOUR OQRDER NO, YOUR DRDER DATE
Invoice samples
93024311 Date 02/11/2005
Page1/ 1

SHIP TO; CPD_L

Ford SRL

Ken Nietering Rel# LV241400
2101 Village Rd / Rec R/ SRL
DEARBORN M1 48121-2053
usa

Carrier EDERAL EX PRE§§

F
Waybill No.FEDEX 696758473162

ASN No. 613054

Pos Material Quantity Unit Total
Description Ordered Price Amount
samples free of charge
value only for customs purpose
Infrared

10 Cast.Mat.: INFRARED OSTAR
1010 18989
SAMPLES , 2 PCE 700.00 USD 1,400.00 USD
Q-number: Q65110A1082 { 1 PCE

Total Net Amount 1,400.00 USD
Tax 0.00 USD
Final Amount 1,400.00 USD

MAIL PAYMENT TO

OSRAM Opto Semiconducto ; Inc,
Sile 3(%33 tB_an_nl‘(”:'c;fc"i’x“r:l:a'ricam ne

O Box 60000

San Francisco, CA 94160

FOR WIRE TRANSFER

Bank ‘of America
ABA 111000012

Account No. 3752019401

This order is subject fo and includes the general terms and conditions of sale of OSRAM Opto
Seminconductors Inc. Any other standard terms, conditions and requirements shall only be valid if
expressly been agreed upon in writing between OSRAM Opto Semiconductors Inc and the purchaser.



OSRAM

OSRAM Opto Semiconductors inc.
3870 North 1St Street

San Jose, CA 95134

Phone : 408-456-4000

Fax : 456-4309

BILL TO: CPD L

Massie Research Laboratories, Inc.
§755 W. Las Positas Blvd
PLEASANTON 94588

UsA

Additiénal: Information
Payment

Incoterms

Invoice Details. .
Pos Material Quantity
Description Ordered

21028591 02/24/2005
BALES ORDER NO. SALES ORDER DATE
51025353 02/24/2005
DELIVERY NOTE DELIVERY DATE
8636 02/24/2005
¥QUR ORDER NO, YOUR ORDER DATE
Invoice samples
93025502 Date 02/24/2005

Page 1/ 1

SHIP TO: CPD_L

Massie Research Lahoratories, Inc.
5755 W. Las Positas Bivd
PLEASANTON 94588

uUsAa

Carrier
WHybill No.782211557782
ASN No. B636

Unit Total
Price Amount

Fed-X tracking number 792211557782
10  Cust.Mat.: OSTAR

11019988

OSTAR

OSTAR 1 PCE
Q-number: Q65110A0212

MAIL PAYMENT TO

353.44 USD 353.44 USD
! 1 PCE
Total Net Amount 353.44 USD
Tax 0.00 USD
Final Amount 353.44 USD

FOR WIRE TRANSFER

o Opto Semiconductors, Bank of Ameri
B 205 52Pte, Seraiconductors, Inc. Bk P Tsise
PO Box Account No. 3752019401

60000
San Francisco, CA 94160

This order is subject to and includes the general terms and conditions of sale of OSRAM Opto
Seminconductors Inc, Any other standard terms, conditions and requirements shall only be valid if
expressly been agreed upon In writing between OSRAM Opto Semiconductors Inc and the purchaser.



OSRAM Opto Samiconductars Ipg¢.
3870 North 1St Street

San Jose, CA 95134

Phone : 408-456-4000

Fax : 456-4308

BILL TO: CPD_L.

Steridian Corporation

201 NE Park Plaza Drive
VANCOUVER WA 98684
UsA

Additional Information

21028592 02/24/2005
SALES ORDER NO. SALES OROER DATE
51025354 02/24/2005
DELWERY NOTE DELIVERY DATE
OSTAR 02/24/2005
YOUR ORDER NO. YOUR QRDER DATE

Invoice samples
93025503 Date 02/24/2005
Page1/ 1

SHIP TO: CPD_L

Steridian Carporation

201 NE Park Plaza Drive
VANCOUVER WA 98684
USA

Payme i
yront \%aayﬁﬁl No.7915510326

Ificoterms ASN No. OSTAR

Invoice Details. .

Pos Material Quantity Unit Total
Description ‘Ordered Price Amount
Fed-X tracking number 7915510326

10 Cust.Mat.: OSTAR
pateo
OSTAR o 1 PCE 185.00 USD 195,00 USD
Q-number: Q65110A1084 ! 1 PCE

Total Net Amount 195.00 USD
Tax 0.00 USD
Final Amount 195.00 USD

MAIL PAYMENT TO

RAM Opto Semicor s 3
P a0s g, Semiconductors, Inc
PO Box 60000

San Francisco, CA 94160

This order is subject to and includes the
Seminconductors Inc. Any other standard

FOR WIRE TRANSFER

Bank of America
ABA 111000012
Account No. 3752019401

general terms and conditions of sale of OSRAM Opto
terms, conditions and requirements shall only be valid if

expressly been agreed upan in writing between OSRAM Opto Semiconductors Inc and the purchaser.




INTERROGATORY 2

Fully identify the person or persons
and adoption of the mark; the use or
intended applications for goods sold

and promotion of the mark; the sales

most familiar with the selection
intended use of the mark; the
under the mark, the advertising

of products or services by

Applicant under the mark, and the distribution of Applicant's products

or services under the mark.
ANSWER:

PERSONS MOST KNOWLEDGEABLE ABOUT USE

OF OSTAR IN USA:

Mr. Francis Nguyen, Senior Product Manager

Osram Opto Semiconductors, Inc.
1150 Kifer Road
Sunnyvale CA 94086 USA

TEL: 408-962-3700

Mr. Don Klase, Vice President, Sales
Osram Opto Semiconductors, Inc.

1150 Kifer Road

Sunnyvale CA 94086 USA

TEL: 408-962-3700

Ms. Cindy Joyce

Director, Western Area & Offshore Sales

Osram Opto Semiconductors, Inc.
1150 Kifer Road
Sunnyvale CA 94086 USA

TEL: 408-962-3700
































































